United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSJONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/915,865 



07/26/2001 



7590 1 1/30/2004 

hogan & hartson l.l.p 

500 South Grand Avenue 
Suite 1900 

Los Angeles, CA 90071 



Richard R. Sharpe JR. 



2009-174 



7692 



EXAMINER 



SINES, BRIAN J 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED: 11/30/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/915,865 



Examiner 

Brian J. Sines 



^ ^ , 1743 , 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ■ 



Applicant(s) 

SHARPE ET AL. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROI\^ 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO penod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)IEI Responsive to communication(s) filed on 8/16/2004 , 
2a)|EI This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |E1 Claim(s) 7-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |E Claim(s) 7^/4 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)[J accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacennent drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of; 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a))- 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 7-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Layne 
et al. (U.S. Pat. No. 5,968,731 A). Regarding claims 7 and 12 - 14, Layne et al. teach an 
automated apparatus for analyzing biological samples. Layne et al. anticipate an 
apparatus for mechanical control comprising a mechanical control system having both 
object-oriented and real-time features, including modular techniques, such as the use of 
subsystem base classes, for controlling the operations of multiple subsystems (see col. 8, 
line 13 - col. 15, line 57; figures 4 ~ 6, 8 & 10 - 12). The Courts have held that the 
manner of operating an apparatus does not differentiate an apparatus claim from the prior 
art, if the prior art apparatus teaches all of the structural limitations of the claim. See Ex 
Parte Masham, 2 USPQ2d 1647 (BPAI 1987). Furthermore, the Courts have held that 
apparatus claims must be structurally distinguishable from the prior art in terms of 
structure, not function. See/n reDanley, 120 USPQ 528, 531 (CCPA 1959); and 
Hewlett-Packard Co, V. Bausch andLomb, Inc, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) 
(see MPEP§2114). 
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FIG. 5 
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Regarding claims 8, 9, 13, and 14, Layne et al. teach that the computer control apparatus 
(e.g., 128 & 136) incorporates the use of a sequencing, scheduling or timing function 
(see col. 8, lines 44 - 64; col. 9, lines 40 - 67). Regarding claim 10, Layne et al. that the 
computer control apparatus comprises a recipe or computer algorithm containing 
instructions for enabling the instrument to perform each assay (see col. 8, lines 13-59; 
col. 10, lines 28 - 43). Regarding claim 11, Layne et al. teach that the computer control 
apparatus comprises a chronicle or table, which stores test history information, such as 
sample concentrations, pertaining to each assay run (see col. 10, line 33 - col. 11, line 
38). 

Response to Arguments 
Applicant's arguments with respect to claims 7-14 have been considered, but 
are moot in view of the new ground(s) of rejection. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated fi-om the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS fi-om the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (703) 
305-0401 . The examiner can normally be reached on Monday - Friday (1 1 :30 AM - 8 



If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jill A. Warden can be reached on (703) 308-4037. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



PM EST). 



0661. 



Super^ory Ffeitent Examiner 
TechTOtogy Center 1 700 




